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REMARKS 

Claims 1-14 are pending in this application. 

Claim 1 is an independent claim from which the remaining 
claims depend either directly or through intervening claims. 

Interview 

The courtesy of the Examiner extending an interview on July 
15, 2 004, is appreciated. The Interview Summary correctly 
summarizes the interview. 

Also, the Examiner did state that he considered that the 
suction area was present in the reference. Even if this is 
correct, there are other features that distinguish over the 
reference as recognized at the interview. 

Drawings 

The indication that the drawings filed October 16, 2 003 
were accepted is noted. 

Priority Under 35 USC §119 

The indication that the foreign priority documents have 
been received is noted. 



6 



Appl. No. 10/685,401 



Information Disclosure Statement 



The indication that the Information Disclosure Statement of 
October 16, 2003 was considered is noted. 



Reply to Rejections 
First Rejection 

Claims 1-10 were rejected under 35 USC §112, second 
paragraph, as being indefinite for failing to particularly point 
out and distinctly claim the subject matter which the Applicant 
regards as the invention. 

An "axially outer half of the main body portion" was 
indefinite because the specification did not provide information 
on which axis is applied. 

To alleviate the concerns of the Examiner, the claims have 
been amended and comply with 3 5 USC §112, second paragraph. 

For the reasons set forth above, the Examiner is requested 
to reconsider and withdraw the rejection under 35 USC §112. 

Second Rejection 

Claims 1, 2, 4, 10 were rejected 35 USC §102 (b) as being 
anticipated by Keglewitsch et al (U.S. Patent 

4, 547, 036) (hereinafter Keglewitsch). This rejection is traversed. 

In the detailed explanation of the reference, it was asserted 
that element 28 (Figs. 4 and 5) is the bottom plate while elements 

7 



Appl. No. 10/685,401 

25 (Fig. 3) were the side plates. Also, element 30 (Fig. 4) which 
is part of the outer clip was identified as the main body portion. 
In an examination of this reference, there are actually two clips 
shown, one clip being within the other. It appears that the Office 
Action has confused these two clips. To avoid any inferential 
reading of claim 1 on this reference, the claimed main body portion 
has been amended so that it is attached to and obliquely extending 
from one side edge of said bottom plate. 

Also as discussed at the interview noted, supra, an amendment 
has been made to the preamble of claim 1 which is inherent to the 
structure of claim 1. At least this amendment overcomes the 
rejection as set forth at the interview. 

More importantly, in the Office Action, element 32 (page 3, 
line 1) was identified as a suction portion. 

It is submitted this is not explicitly or inherently present 
in the reference. In the present application as explained in the 
specification, the surface is prepared to have a suction surface to 
which a suction nozzle of a monitor is accessible. Even if element 
32 possibly could be a suction surface, which it is not, a 
rejection under 35 USC §102 cannot be based on possibility or 
probability. See Continental Can Co. USA, Inc. v. Monsanto , 20 
USPQ 2 nd , 1746, 1749, 1750 (Fed. Cir. 1991) which stated as follows: 
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To serve as an anticipation when the reference is 
silent about the asserted inherent characteristic, 
such gap in the reference may be filled ...[such] 
that the missing... matter is necessarily present in 
the...ref erence , and that it would be so recognized 
by persons of ordinary skill... " Inherency ... may not 
be established by probabilities or possibilities. 
The mere fact that a certain thing may result from 
a given set of circumstances is not sufficient... 

The "suction portion" is moot as there are at least other 
features of claim 1 that distinguish over the reference as 
discussed at the interview. 

With respect to dependent claims 2, 4 and 10, these claims are 
considered patentable for at least the same reasons as their base 
claims . 

For the reasons set forth above, the Examiner is requested to 
reconsider and withdraw the rejection under 35 USC §102. 

Third Rejection 

Claims 3, 5 and 6 rejected under 35 USC §103 (a) as being 
unpatentable over Keglewitsch in view of Ohashi (U.S. Patent 
5,391,098). This rejection is traversed. 

The addition of Ohashi does not cure the innate deficiencies 
of a rejection based on Keglewitsch, the innate deficiencies of the 
rejection based on Keglewitsch were explains supra. Also with 
respect to Ohashi, it is not the bottom plate that is soldered, but 
it is the extension 22 which is soldered. 
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It is submitted that there is no motivation to combine these 
references outside of the Applicants' disclosure as a template in 
restructuring the art . 

It is submitted that the Office Action has concentrated on the 

obviousness differences instead of the combination as a whole. See 

Hybritech Inc. v. Monoclonal Antibodies, Inc., 231 USPQ 81, 93 

(Fed. Cir. 1996) : 

Focusing on the obviousness of substitutions and 
differences instead of on the invention as a whole 
...was a legally improper way to simplify the 
difficulty termination of obviousness. See 
Generally Hodosh Block Drug Company, 786 F.2 nd 1136, 
229 USPQ 182 (Fed. Cir. 1986) . 

For the reasons set forth above, the Examiner is requested to 
reconsider and withdrawal the rejection of the claims under 35 USC 
§103 . 

Fourth Rejection 

Claims 6-9 were rejected under 35 USC §103 (a) as being 
unpatentable over Keglewitsch in view of Legrady (U.S. Patent 
5,632,629). This rejection is traversed. 

First, it is noted that claim 6 was rejected. This appears to 
be a typographical error as claim 6 was rejected previously in the 
Office Action. 
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The addition of Legrady does not cure the inherent 
deficiencies of a rejection based on Keglewitsch even though a 
rejection under 35 USC §103 has been presented. 

Here again, it appears that the Examiner is concentrating not 
on the invention as a whole, but on the substitution of parts. See 
the case cite note above in the reply to the third rejection. 

Also, even if the parts are known, the results are providing 
the added structure in these claims is important as explained in 
the paragraph bridging pages 8 and 9 of the specification. 

In arriving at a conclusion of obviousness, the results set 
forth must be considered in determining obviousness . See the 
Gillette Co v. S.C. Johnson and Son, Inc., 16 USPQ 2 nd 1923, 1928 
(Fed. Cir. 1990) 1 . 

For the reasons set forth above, the Examiner is requested to 
reconsider and withdrawal the rejection of the claims under 35 USC 
§103. 

Additional Claims 

New claims 11-14 have been added. These claims are dependent 
claims and are considered patentable at least for the same reasons 
as their base or intervening claims. Furthermore, it is submitted 



An analysis of obviousness of a claim combination must include consideration 
of the results achieved by the combination. As we explained in Interconnect 
Planning Corp. v. Feil, 774 F. 2 nd 1132, 1143, 227 USPQ 543, 551 (Fed. Cir. 
1985) [cited in the MPEP] . 
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that none of the references alone or in combination suggest what 
has been claimed in these additional claims. 

Interview 

The Examiner is respectfully requested to contact Applicants' 
representative, Elliot Goldberg (Reg. No. 33,347) at 703-205-8062 
(direct dial) , in order to schedule an interview to discuss the 
patentability of the present application. 

Conclusion 

Should there be any outstanding matters that need to be 
resolved in the present application, the Examiner is respectfully 
requested to contact Elliot Goldberg (Reg. No. 33,347) at the 
telephone number of the undersigned below, to conduct an interview 
in an effort to expedite prosecution in connection with the present 
application. 

If necessary, the Commissioner is hereby authorized in this, 
concurrent, and future replies, to charge payment or credit any 
overpayment to Deposit Account No. 02-2448 for any additional fees 
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required under 37 C.F.R. §§ 1.16 or 1.17; particularly, extension of 
time fees. 

Respectfully submitted, 

BIRCH, STEWART, KOLAS CH & BIRCH, LLP 



CG/EAG/ /mag/lab 
1131-0490P 




jharles Gorei 
•fox 74 7 

Falls Church, VA 22040-0747 
(703) 205-8000 
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